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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 03 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[3 Responsive to communication(s) filed on 10 March 2004 . 
2a)Q This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 9-30.32.33 and 35-41 is/are pending in the application. 

4a) Of the above claim(s) 16-27.29.30.32.33 and 38-41 ie/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E] Claimfe) 9-11.13-15.28 and 35-37 ie/are rejected. 

7) |3 Claim(s) 12 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)E3 All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. ^ Certified copies of the priority documents have been received in Application No. 09/520.609 . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Priority 

1 . This application appears to be a division of Application No. 09/520,609, filed 
03/07/2000. A later application for a distinct or independent invention, carved out of a 
pending application and disclosing and claiming only subject matter disclosed in an 
earlier or parent application is known as a divisional application or "division." The 
divisional application should set forth the portion of the earlier disclosure that is 
germane to the invention as claimed in the divisional application. 

Election/Restrictions 

2. Applicant's election of Species III (claims 9-15, 28 and 35-37 in the reply filed on 
March 10, 2004 is acknowledged. Because applicant did not distinctly and specifically 
point out the supposed errors in the restriction requirement, the election has been 
treated as an election without traverse (MPEP § 818.03(a)). 

Accordingly, claims 1-8, 31 and 34 were cancelled. Currently claims 16-27, 29, 
30, 32, 33 and 38-41 are non-elected and claims 9-15, 28 and 35-37 are considered in 
this application. 

Double Patenting 

3. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 61 9 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
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scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

4. Claim 35 is rejected under 35 U.S.C. 101 as claiming the same invention as that 
of claim 10 of prior U.S. Patent No. 6,784,949 B1 . This is a double patenting rejection. 
Claims 36 and 37 are also rejected since they are dependent on claim 35. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 9, 1 1 and 13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kakuda et al. (USPN 5,162,933). 

As shown in Fig. 8, Kakuda et al. discloses an active matrix substrate, 
comprising: 

a pixel electrode 14 provided in each pixel area bounded by a scanning line 13 
and a signal line 1 1 that are disposed in a matrix as a whole; 

a switching element 20 connected to the scanning line, the signal line, and the 
pixel electrode; 

a storage capacitor electrode 17 for constituting a storage capacitor 19 (col. 4, 
lines 12-19); and 

a storage capacitor common wire 29 disposed parallel to the signal line so as to 
be connected to the storage capacitor electrode 17 (Figs. 3 and 5 and col. 10, lines 36- 
45), 
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wherein the storage capacitor 19 is formed between the pixel electrode 14 and 
the storage capacitor electrode 17 (col. 4, lines 29-36), and 

the scanning line 13 and the storage capacitor electrode are fabricated from a 
single electrode layer through patterning thereof (col. 10, lines 36-45). 

Re claim 1 1 , the active matrix substrate further comprises an interlayer insulation 
film 25 (gate insulating film) on which the pixel electrode is provided. 

Re claim 13, the active matrix substrate further comprises a gate insulation film 
25 for covering a gate electrode 13G of the switching element, 

wherein the pixel electrode 14 is disposed opposing the storage capacitor 
electrode 17 across the gate insulation film 25 (Fig. 8). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kakuda et al. (USPN 5,162,933) in view of Hibino et al. (USPN 6,529.251 B2). 

Kakuda et al. discloses an active matrix substrate comprising a protection film 36 
for covering the switching element 20 as recited in claims 14 and 15 except for an 
interlayer insulation film interposed between the pixel electrode and the protection film. 

As shown in Fig. 1 , Hibino et al. discloses an active matrix substrate comprising 
a protection film 24 for covering a switching element and an interlayer insulation film 23 
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interposed between a source electrode 20 (Applicant's second pixel electrode) and the 
protection film 24 (col. 5, lines 59-65) to prevent the etching liquid from reaching the 
metal electrode and thus protecting the metal electrode from erosion (col. 4, lines 21- 
29), 

wherein, a contact hole 25 is formed through the interlayer insulation film and the 
protection film so as to electrically connecting the pixel electrode 26 (Applicant's first 
pixel electrode) to the switching element 

Thus, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify the active matrix substrate of Kakuda et al. with 
the teaching of Hibino et al. by forming a protection film for covering the switching 
element and an interlayer insulation film interposed between the pixel electrode and the 
protection film to prevent the etching liquid from reaching the metal electrode and thus 
protecting the metal electrode from erosion during the patterning of the pixel electrode 
(col. 4, lines 21-29). 

9. Claims 10 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kakuda et al. (USPN 5,162,933) in view of Shimada et al. (USPN 5,877,830). 

Kakuda et al. discloses an active matrix substrate that is basically the same as 
that recited in claims 10 and 28 except for the signal line and the pixel electrode being, 
fabricated from a single conductive layer through patterning thereof, and the scanning 
line being anodized. 

As shown in Figs. 2 and 3, Shimada et al. discloses an active matrix substrate 1 
comprising a TFT 250, wherein a scanning electrode 2a having anodized film 2d and a 
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connecting electrode 7b (Applicant's pixel electrode) and a signal line 7a are fabricated 
from a single conductive layer through patterning thereof (col. 4, line 46 and col. 5, line 
23 and col. 6, lines 45-67). 

Thus, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify the active matrix substrate of Kakuda et al. with 
the teaching of Shimada et al. by having the scanning electrode anodized, and the 
signal line and the pixel electrode being fabricated from a single conductive layer 
through patterning thereof so as to realize highest possible aperture ratio (col. 3, lines 
59-67). 

Allowable Subject Matter 

10. Claim 12 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

The following is an examiner's statement of reasons for allowance: none of the 
prior art of record fairly suggests or shows all of the limitations as claimed. Specifically, 

None of the prior art of record discloses, in combination with other limitations as 
claimed in claim 9, an active matrix substrate comprising the signal line, the pixel 
electrode, and the storage capacitor common wire fabricated from a single conductive 
layer through patterning thereof. 

The most relevant reference, USPN 5,162,933 of Kakuda et al., fails to disclose 
or suggest such combination. The Kakuda et al.'s reference only discloses the storage 
capacitor common wire being disposed parallel to the signal line so as to be connected 
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to the storage capacitor electrode, wherein the storage capacitor is formed between the 
pixel electrode and the storage capacitor electrode, and the scanning line and the 
storage capacitor electrode are fabricated from a single electrode layer through 
patterning thereof. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 



1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thoi V. Duong whose telephone number is (571) 272- 
2292. The examiner can normally be reached on Monday-Friday from 8:30 am to 4:30 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Kim, can be reached at (571) 272-2293. 



Conclusion 



Thoi Duong 



12/10/2004 




